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REMARKS 

t 

Claims 1-20 remain in the application, 
j &102 RciectioDs 

Claims 1-7. 9, 1 1-16, 18 and 20 were rejected under §102 as anticipated by Jigamian. 
Jigaijuan discloses a battery-powered searchlight with an adjustable light level. The light level is 
deteijniined by sustained pifessure on a single switch, during which the intensity ramps up, with 
the intensity bemg set at the level at which the switch is released. The same switch nims the 
lamp off, and back on at the last selected intensity (paragraph 82). 

jrhe rejection of claim 1 is in error because the cited reference does not disclose all of the 
elements of the claim. 

The first error in the rfejection of claim 1 is in the assertion that the cited reference discloses 
a swtch operable to be inyemented through a sequence of states . The action cites element 88, 
paragraph 82. Element 881 is shown in Figure 14 as a simple switch with an open and a closed 
state!, not a "sequence,** Ajpplicant intends the term "sequence** to have the normal meaning, in 
whiifh there is a series of States more than two. The action merely cites a text passa^, without 
explaining how an "open/i^losed** switch has a sequence of states. 

IThe latest action agaib raises applicant's allegation that an open/closed switch cannot have a 
sequence of states, but fails to offer any evidence to refute the allegation. Moreover, contrary to 
the Statements in the actiojti, applicant's claim does not recite a switch '*hav(ing) a sequence of 
states" nor one that can "operate through a sequence of states*'(though these may also be 

i 

patejolable). More precisdly, applicant is claiming a switch "operable to be incremented through 
a sejiuence of states**, andlthal the implementation occurs "in response to an application and 
rele^ of pressure**. Nonfc of the cited elements in the cited reference fulfill this requirement, let 
alorie the other claim limitations. 

i The action asserts incorrectly that the cited reference discloses "a single switch that 
employs a plurality ofcodperaiing elements to perform a single switching function that is 
cott^mensurate with Applicant 's claimed switch. " 772/^ is improper first because novelty 
rejections are not supported by citing elements merely having "commensurate function " This is 
further improper becausel the action does not indicate what elements are being referred to, 
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makitig a response impossible. The citation of a major portion of a paragraph without the 
mditation of an element number is legally inadequate. Even if applicant '5 claimed device had 
the identical function as the cited reference (it does not), that would not be adequate basis to 
reject a claim having a novel structure of elements to provide that function. But nothing of the 
citedreference, including asserted combination of elements, discloses "a single switch 
opertible to be incremented through a sequence of states. " 

tn addition, the latest action does not deny that the cited switch 88 has only an off state and 
an ol state, but points to another different element (resistance ladder 146) allegedly having a 
sequence of states, without any indication of how that different element is operable to meet the 
othek requirements of applicant's claim switch (no evidence is offered that the resistance ladder 
146 Operates to change state in response to an application and release of pressure). This is 
inadequate to support the rejection, because a claim element is not disclosed by a reference with 
one Element having one of the claim element features, and a second element having another of 
the claim elements features. A proper rejection must cite an element that discloses all of the 
claimed element 's features. The point is not that switches having a sequence of states do not 
exist, but that such switches are not employed in the manner claimed by applicant (and no such 
switches are disclosed in the cited refererwe,) 

I : ■ 

|The latest action simply repeats the prior response to arguments on the above topics, and did 
not address applicant's arguments. This fails to comply with MPEP requiremen ts that an Office 



actic in address applicant's {arguments. 



An additional error in| the rejection of claim lis in the assertion that the cited reference 
disc OSes a switch that, upbn plication and release of pressure, changes between states in which 
the lamp is operated at different brightness. The cited passage of paragraph 82 states that 
"molmentary depression** (application and release of pressxire) of the button (switch) 88 tums on 
the jight, and another appljication and release of pressure tums off the light. Switching between 
an ojn state and an off statfe is not the same as switching between operating a lamp at two 
brigjhtness levels, becausejan "ofF* lamp is not operating. 

The latest action notes that the cited reference 's switch 88 provides a selectable range of 

brig htness based on the (^ration the switch is pressed. The action points out that applicarus 

clai 7t does not specify a particular duration of depression. This is true, as applicant is claiming 
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merJfy responsiveness in the stated manner to an application and release of the pressure, 
withdtut regard to duration\or interval. However, what applicant is claiming is that such an 
application and release th^ pressure simply incre m ents from one brightness state to another in 
sequence. The cited reference does not respond to explication and release to increment to a next 
stateMn a sequence, even i^it permits selection within a brightness range. Selecting brightness 
basei^ on duration ofpres^re has no relation to sequence, as any selected brightness may be 
obtained based on applying pressure for a corresponding selected duration. For this additional 
reason, claim I is patentabfy distinct from the cited reference. 

The action asserts that applicant has argued that the prior art SYfitch "requires use of other 
elenknts". Applicant has hot used this argument, and the action is presumed to be 
part^hrasing, although it p unclear what argument of applicant is being addressed. Applicant 
requests that any assertioff regarding applicant 's arguments quote the language used, or at least 
idenp^apagie and paragraph of the argument. That being said, there is no element or collection 
of elements in the cited reference that disclose a switch operable to be incremented through a 
sequence of states. 

iFor either one of the dJ>ove reasons, the rejection of claim 1 is in error, and claim 1 and its 
dep^dents should be alloiwable. 

Iciaims 2-1 1 depend ^om claim I and should be allowable for the above reasons and 

because of &e featui^ set forth therein. The latest Action did not address applicant's 

! ! 

arguments, below, but nierely repeated the **response to applicant's arguments" from the 

pribr action. This fails ^ meet the Examiner's duty to consider and address app&cants 

' j 

argjiments. There is no exception for dependent claims, and applicant had italicized new 
porjHons to ensure that they were considered and addressed. 

: Claim 2 should be allowable for the additional reason that the cited reference does not 
discjlose a '' switch (that) includes an off state in addition to at least two different brightness 
states/' The cited referenbe is capable of multiple output levels and an off condition, but the 
cite^ reference's switch is not, even if the switch is operable to generate a range of operating 
sta^s in the flashlight (noting thai the cited reference may have a range of operating states, but 

notlfl sequence). The cited switch has only two states, not two different brightness states in 

I 

addition to an off condition. For this additional reason, claim 2 should be allowable, 

I -7- 



PACE 7M2 * RCVD AT 8/14/2006 5:52:02 PM [Eastern Daylight TlmeJ * SVR:USPTO-EFXRF-6/28 * DNIS:2738300 * CSID:877 230 5050 * DURATION (mm-ss): 05-24 



PEST AVAILABLE COPV 



Hug 14 200G 2:13PM 



877 230 5950 



p. 8 



BKLSF-^I 8/I4/D6 



PATENT 



(tlaim 4 should be allowable for the additional reason that the action does not allege that the 
citedireference discloses a iswitch havii^ a plurality of outputs connected to the controller. The 
elem^t 164 cited as a oontroUer is connected to switch element 8S by only a single input. The 
actidp appears to argue that a controller having only a single connection to the switch, but 
addihonal connections iodther circuitry that allegedly have sy\f itching functions, discloses a 
*'swkch having a plurality of outputs connected to the respective controller inputs, " The 
question is not whether th^ controller has multiple inputs connected to various switching devices, 
but -^hether the elements dited as the switch has multiple outputs connected to the controller 
The hction makes no such allegation, and thus the rejection is unsupported 

plaiih 5 should be allowable for the additional reason that the cited switch is incapable of 
the daimed connection, fdr the reasons set forth with respect to claim 4, and because the mere 
exisknce of a switch that controls a resistance ladder does not disclose the making of the 
conMction between a controller input and a selected one of the switch outputs, 

jClaim 6 should be allj^wable for the first additional reason that the action fails to point out 

j * 

wheU the cited reference discloses a **power storage elennent (having) opposed electrodes each 
comjiected to the controller." The action merely cites a figure (2) and element number (237) for 
the pov/er storage elemenl;, but does not identify electrodes, nor any means of connection, nor an 
elenjient in the figure that is alleged to be a controller. The element 164 cited elsewhere as a 
controller is not found in the cited figure, and the figiare (14) in which this element is displayed 
doei not disclose an element with a number coiresponding to the cited power storage element. 

Claim 6 should be allbwable for the second additional reason that the action fails to point out 
wheire the cited reference discloses a '^lamp (having) opposed electrodes each connected to the 
controller,'* The action nierely cites a figure (2) and element number (66) for the lamp, but does 
not identify electrodes, noir any means of connection^ nor an element in the figure that is alleged 
to be a controller. The element 1 64 cited elsewhere as a controller is not found in the cited 
figure, and the figure (14) in vsdiich this element is displayed does not disclose an element with a 
nunjiber corresponding to the cited lamp. 

The latest action argi^es that it is inherent that a battery has positive and negative electrodes 
with a connection to a cohtroller/switch Of course, this is not what applicant is claiming. The 
actipn fails to disclose where the cited reference shows the power storage electrodes each 
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conr^cted to the controller and the lamp electrodes each connected to the controller. There is 
nothing inherent about this claimed configuration. The action Jurther misstates applicant 's 
argtment, incorrectly stating that a applicant argued that the cited reference does not disclose a 
larr^, having opposed electrodes. Applicant never argued this, nor does applicant 's case for 
patentability rest on such ti notion. Applicant 'j claim is based on the connection configuration, 
which is not disclosed in the cited reference, 

jciaim 7 should be allowable for the additional reason that the action does not allege that the 
citedl reference discloses all contacts of the switch being connected directly to the controller, such 
that |he switch does not intervene between the lamp and the power source. The latest action 
refeJis to a controller/ switch 164 with a plurality of contacts including switch contacts connected 
direi^tly to the controller dnd not intervening between the lamp and power source 88. This does 

not appear to logically relate to the claim, because it appears to allege a controller having 

i 

contacts to itself, and appears to confuse the power source and switch elements. Inasmuch as 
the t ejection is understood, it is traversed because the action does not point out with 
particularity a switch with multiple contacts, all of which are connected directly to a controller. 

iClaira 9 should be allowable for the additional reason that the cited reference does not 
disclose a resistor network connected and operating as claimed. The action cites a circuit 

i 

incliiding a lamp and a p6wer source, but provides no evidence that the pertinent switch 
operates in any way to include a resistor in the circuit, nor that the operation is to include a 
selected one of the resistors in a circuit. 

Claim 12 should be allowable because the action fails to all^e that the cited reference 
disdloses the claimed eleoiients^ relying on assertions with respect to claim 1 , or hecause certain 
claimed elements are not disclosed in the cited reference. 

I The action did not i^ppear to consider or address any of applicant's new arguments 
witk respect to independent claim 12 offered in response to the prior action and below, and 

reputed verbatim the same ^Response to Applicant's Argnments*' as before. 

1 I 

i The first error in the rejection of claim 12 is that the action improperly cites one element as 
a svntchfor one purpose, land another different element as a switch for another purpose. The 
actipn does not cite a single element that satisfies all the requirements for applicant 's claimed 
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swik^ The switch 88 may satisfy some of the claim requirements, and the controller 164 may 
satisfy others, but this does not provide adequate basis to reject the claim in which a switch is 
claimed as having all of thisse characteristics, 

the second error in the rejection of claim 12 is that the cited reference does not disclose a 
"switch being operable to be incremented through a sequence of states." As discussed above, an 
on-off switch does not havp a sequence of states, and the fact that it controls something else that 
may "have a range cf stated (if not a sequence) does not change the reality that the switch itself 
does not have a sequence qf states. 

The third error in the tejection of claim 12 is that the action fails to allege that the cited 
refeimce discloses "each df the states having an electrical connection made between the input 
conttet and a respective oiie of the output contacts." The action argues that the above is 
inherent, when in fact it is impossible, in the absence of any indication of what constituted the 
input contact and the one of the output contacts in the cited reference, 

i 

jciaims 13-20 depend iftom claim 12 and should be allowable for the above reasons and 
bec^ise of the features setj forth therein. The latest Action did not address applicant's 
argifments, below, but mierely repeated the ^^response to applicant's arguments^ from the 
pricJr action. This fails tq meet the Examiner's duty to consider and address applicants 
argiiiments. There is no exception for dependent claims, and applicant had italicized new 
portions to ensure that they were considered and addressed. 

Iciaim 13 should be ailo^?vable for the additional reason discussed above with respect to 
claiijii 2. 

Iciaim 14 should be allowable for the additional reason that the action argues in multiple 
instifnces that various elekients (88, 164) constitute switches, yet argues for the purpose of claim 
14 that the reference includes only a single switch 

i Claim 15 should be ajUiowable for the additional reason that the office action continues to fail 
to point out with particularity where and how the controller is connected to each of the cited 
elerkents. Applicant requests that if the rejection is to be maintained, that an element number for 
each of the cited elements, in each cited figure be provided. For instance, cited figure 2 does not 
appear to disclose a conttfoller element 164, and no element numbers for a switch or switch 

i -10- 
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cam6f:ts are provided Similarly figure 10 does not appear to contain me a battery to 27 nor any 
numbered elements corresponding to a cited switch or its contacts. 

Claim 1 6 should be allowable for the additional reasons discussed above with respect to 
claini seven. 

Claim 18 should be allowable for the additional reason discussed above with respect to 
claim 9. 

i ; 

tlaim 20 should be allowable for the additional reason discussed above with respect to 

i ; 

clainji 11. 

I S1Q3 Rejections 

(Claims 8, 10, 17 and 19 were rejected under §103 as unpatentable over Jigamian. The 
lejecition blurs the diflfererit features of these claims together^ without making an adequate or 
coherent case for any of tbte particular features. The new action tfoes not address this issue, 

i I 

and Ifails to properly rejclct the claims. 

Claim 8 should be allowable because the action provides inadequate motivation to make the 
propjosed modification of Jigamian, by substituting a multi-contact switch with a rotating element 
for tfie simple open-closed switch. The asserted motivations appear to be drawn in hindsight 
basdd on applicant's disclosure. In addition, the "single-button" simplicity motivation is 
ina^^uate because Jigamian is already single button operation. 

iClaim 1 0 should be aiiowable because the action provides inadequate motivation to make 
the proposed modificatioii of Jigamian, to adopt an LED. This modification appears to be drawn 
in hindsight based on applicant's disclosure. Moreover, the reference teaches away from the 
adoi)tion of an LED because there is no evidence that the function of a high brightness xenon arc 
lighjt searchlight could be performed by an LED, regardless of efficiency. In addition, the action 
ofFeIrs no evidence that an! LED is more efficient than an arc lamp, 

i 

Claims 1 7 and 19 shduld be allowable for the reasons discussed above with respect to claims 
8 and 10, respectively. 

I Claims 1, 2, 8, 12, 13 and 17 were rejected under §103 as unpatentable over appliucant' 
adnkitted prior art. The rejection lumps together all of the claims, without pointing our where 

I : 
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each' of the claimed elements is disclosed in the admitted prior art. Moreover, the action does not 
referience specific elements or parts relied on admitted by applicant as required by 37 CFR 
1.104c2, Applicant notes for the record that the words used by examiner were not used by 
applicant, and thus are not! admitted. Moreover^ the broad citation of extended paragraphs is 
inad^iiate to allow applic^t to refute the assertions^ because it is unclear what elements are 
bein^ cited as disclosing claimed elements. TUs is especially problematic inasmuch as 6 
diffident claims are rejected, but many of the claimed elements are not alleged to be disclosed in 
the y^ction's created list o^ "admitted" elements. 

lA^pplicant also traverses the legal citation of McLaughlin, a 35-year-old CCPA case that does 
not sitate what is asserted. ;The action appears to suggest that hindsight is a legitimate basis for 
rejection, although this is iiot what the law holds. The fact that one looks to what would have 

i : 
< i 

been known to one skilled: in the art at the time does not support scrapping the long-held 
prol^ibition on hindsight a basis for rejection. If such an assertion is to be continued, applicant 
requjests that the action quote language from any such case to support the assertion. 

kll pending claims should be allowable for the above reasons. Reconsideration of the 
application is respectfully (requested. 

i Respectfully submitted. 
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